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APPELLANTS^ APPEAL BRIEF 

Sir: 

Appellants are appealing from the Rejection of claims i-9, 11-25, 27-38, and 41 in a 
Non-Final Office Action dated 11/27/2007. Prosecution was reopened following submission 
of Appellants' prior Appeal Brief The Appeal is reinstated in accordance with MPEP § 
1204.01. 

I. REAL PARTY IN INTEREST 

The real party in interest is Hewlett-Packard Development Company, LP, a limited 
partnership established imder the laws of the State of Texas and having a principal place of 
business at 20555 S.H. 249 Houston, TX 77070, iJ.S.A. (hereinaJfter "HPDC"). HPDC is a 
Texas limited partnership and is a wholly-owned affiliate of Hewlett-Packard Company^ a 
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Delaware Coiporalion, headquartered in Palo Alto, CA. The general or managing partner of 
HPDC is HPQ Holding, LLC. 

11. RELATEDAPPEALS AND INTERFERENCES 

There are no other appeals or interferences known to the real paity in interest which 
will directly affect or be directly affected by, or have a bearing on, the Board's decision in tlie 
pending appeal. 

IlLSTATUS OF CLAIMS 

Claims 1-9, 1 1-25, 27-38, and 41 are pending. Claims 10^ 26, and 39-40 have been 
previously canceled. All ofclahns 1-9, 11-25,27-38, and 41 stand rejected. The Appellants 
appeal the rejection of claims 1-9, 1 1-25, 27-38, and 41 

IV. STATUS OF AMENDMENTS 

The most recent Office Action, dated 1 1/27/2007, reopening prosecution following 
submission of Appellants' prior Appeal Brief filed 07/25/2007, is a Non-Final Office Action. 
Accordingly, since the application is not under final rejection, no amendments subsequent to 
final rejection have been filed. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

Independent claims 1 , 1 1 , 27, 35-38, and 41 are under appeal. The claimed subject 
matter relates to an image processing system. 

Independent claim 1 recites a method of optically scanning a target item. In one 
embodiment, and with reference to Fig. 1 , the method may be performed by an image 
processing system 10. In system 10, an image capture subsystem 30 may acquire digital 
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image data fxora an image source 20, such as an optical scanner 24 (Fig. 2), or a multifunction 
prititer 25 (Fig. 2) that includes an optical scanner subs>^teni (p. 3, line 21 - p.4, line 1 ; p.5, 
lines 2-7). In operation according to the method, and with reference to Figs. 4 and 6» at 102 
the digital image data is acquired from the image source 20 (p.l 1, lines 2-4). As part of the 
acquisition process 102, the digital image data is captured 126 or preprocessed 132 according 
to predefined settings for scannmg parameters, such as exemplary parameters 140 (Fig- 7), 
that arc appropriate to a photographic image (p.l4, lines 2-1 6). Such predefined settings 
appropriate to a photographic image may include, for example, a pixel depth 1 42 of 24-bit 
color; an image resolution 144 of 1 50 dots per inch (dpi); a crop mode 146 of automatic 
border detection; and a skew correction mode 148 of automatic image straightening (p. 15, 
lines 3-12). However, tliese predefined settings are not defined by the user of the image 
processing system 10 (p.l 5, lines 12-18). After the digital image data has been acquired 102, 
the digital image data is converted 106 into a data file and stored ICS on a file system 40, 
automatically and without inter\'ention by a user (p. 1 1 , lines 9-11). For image sources such 
as Lhe optical scanner 24 or multifunction printer 25, digital itnaRc data can advantageously 
be acquired more quickly and caJiily than in previous systems, because there is no need for the 
user to dctennine and manually adjust the scanning parameter settings in conjmiction with a 
preview of tlic captured im<ige before the digital image data is acquired (p,15, lines 12-18). 

Independent claim 36 recites a processor-readable medium having processor- 
executable instructions thereon which, when executed by a processor, cause the processor to 
operate in a manner smiilar to as has been described with regaid to claim 1 . In operation 
according to the instiTictious, and with reference to Figs. 4 and 6, at 102 tlie digital image data 
is acquired from the image somce 20 (p. 1 1, lines 2-4). As part of the acquisition process 102, 
the digital image data is captured 126 or preprocessed 132 according to predefined settings 
for scanning parameters, such as exemplary parameters 140 (Fig. 7), that are appropriate to a 
photographic image (p. 14, lines 2-16). These predefined settings are not defined by the user 
of the image processing system 10 (p.l5, lines 12-18). After the digital image data has been 
acquired 1 02, the digital image data is converted 106 into a data file and stored 108 on a file 
system 40, automatically and without intervention by a user (p.l 1, lines 9-1 1). There is no 
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need for tlie user to determine and manually adjust the scanning parameter settings in 
conjunction with a preview of the captured image before the digital image data is acquired 
(p, 15, lines 12-18). 

Independent claim 38 recites an image proccssitig system. In tliis embodiment, the 
system includes a means for configuring an optical scanning arrangement with predefined 
settings for scanning pai-ameters appropriate to a photographic image and that are not defined 
by the user. The structure corresponding to the configuring means is image capture 
subsystem 30 (Fig. 1 ; p.6> lines 15-17). The system also includes a means for initiating a 
scanning operation. The structure conesponding to the initiating means is image 
management subsystem 50 (Fig. 1; p.8, lines 11-18) or an external signal provided to image 
source 20a (Fig. I; p. 9, lines 1-5). The system also includes a means for optically scanning 
the target item automatically without intervention by a user. The structure corresponding to 
tlie scanning means is image source 20a and image capture subsystem 30 (p.6, line 9 - p. 7, 
line 8). i he system also includes u means for converting tlie digital image into a data file 
automatically without intA^rvention by a user. The strucmrc conesponding to the: converting 
means is image capture subsystem 30 (p.9, lines 9-1 1). 

Independent claims 27 and 41 also recite an image pnjccssing srystcm. in these 
embodiments, the system includes at least one image source 20 that provides at least one 
digital nnage upon request to do so (p.6, lines 1 0-11). In some embodiments, a date may be 
associated with the digital image data. In one embodiment in which the digital image data is 
from a ''prerecorded" image source 20b, such as a memory card in a digital camera 21a (Fig, 
2), the date may be the date on which the image data was recorded by the source 20b. In 
another embodiment in which the digital image data is from a "live'* image source 20a, such 
as the optical scanner 24, the date may be the current date on which the scanning is . 
performed, and which can be provided to the image capture subsystem 30 lirom a date 
subsystem 32 (p.6, line 21 - p.7, line 14). An image capture subsystem 30 coupled to the at 
least one image source 20 requests and receives the digital image from the image source 20 
(p.6, lines 10-1 1). In addition, the image capture subsystem 30 further associates 104 a date 
with each digital image, and automatically converts each digital image into a corresponding 
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image file (p,9, lines 9-13). A file system 40 coupled to the image capture subsystem 30 
automatically stores each image file in a selected one of a plural it)*^ of data folders such as 
folders 42a,42b (Fig. 3; p.l 1, lines 10-20). The selected data folder has a folder name that is 
indicative of the date that is associated willi the digital image, hi some embodiments, the 
folder name may be indicative of a particular month and year. For example, tlie exemplary 
computer monitor display view 60 illustrates data folders 42a-b in a folder window 62, and 
thumbnail vacws of image files 64a-b in a file window 66 (Fig. 3; p.7, line 1 8 - p.8, line 5). 
Data folder 42a has the folder name of '*Jul 2001", indicative of the month and year of July, 
200 1 . Similarly, data folder 42b has the folder name of "Aug 200 1 *\ indicative of the month 
and year of August, 2001 . hi operation, if a date of July 15, 2001 is associated with an 
acquired digital image, then the digital image data file will be stored into folder 42a, which 
has the folder name of "Jvxl 2001". If a date of August 23, 2001 is associated with an acquired 
digital image, then the digital image data file will be stored into folder 42b, which has the 
folder name of **Aug 2001 *\ If no folder 42 having a folder name indicative of the date as yet 
exists, such a folder 42 will be created as needed (p.l 1, lines 10-20). lliis folder naming and 
image storing scheme advantageously organi^ies the digital images by doX% thus allowing the 
user to easily and quickly locate desired images for viewing oi post-processing. 

Independent claim 1 1 recites a metJbod that is similar to operations pcrfonnable by the 
system of claim 27. A digital image is acquired fiom an image source (Fig. 4, step 102; p,l 1 , 
lines 2-3). A date is automatically associated with the digital image (Fig. 4, step 104; p.l 1, 
line 5). The digital image is automatically converted into a data file (Fig. 4, step 1062; p. 11, 
line 9). The data file is stored into a folder of a file system 40 (Fig. 1), the folder having a 
folder name indicative of the date (Fig. 4, step 108; p. 1 1, lines 10-1 8). The folder name is 
indicative of the date that is associated with the digital image. In some embodiments, the 
folder name may be indicative of a particular month and year. For example, die exemplary 
computer monitor display view 60 illustrates data folders 42a -b in a folder window 62, and 
thumbnail views of image illes 64a-b in a file window 66 (Fig. 3; p.7, line 1 8 - p.H, line 5; 
p.ll, lines 10-20). Data folder 42a has the folder name of 'Jul 2001", indicative of the month 
and year of July, 2001. Similarly, data folder 42b has the folder name of "Aug 2001", 
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indicative of the month and year of August, 2001 . In operation, if a date of July 15, 2001 is 
associated with an acquired digital image, then the digital image data file will he stored into 
folder 42a, which has the folder name of "Jul 2001". Ifa date of August 23, 2001 is 
associated with an acquired digital image, then the digital image data file will be stored into 
folder 42h, which has the folder name of " Aug 200 1". If no folder 42 having a folder name ■ 
indicative of the date as yet exists, such a folder 42 will be created as needed (p.ll , lines 10- 
20). lliis folder naming and image storing scheme advantageously organizes the digital 
images by date, thus allowing the user to easily and quickly locate desired images for \iewing 
or post-pTOCCSsing. 

Independent claim 35 lecites a processor-readable medium having processor- 
executable instructions thereon which, when executed by a processor of a system, cause the 
processor to operate in a manner similar to as has been described with regard to claim 1 1 . A 
digital image is acquired from an image source (Fig. 4, step 102; p.ll, lines 2-3). The digital 
image is automatically converted into a data file (Fig. 4, step 106; p.l 1, line 9). The data file 
is stored into a folder of a file system 40 (Fig. 1), the folder having a folder name indicative 
of the date (Fig. 4, step lOS;p.U,hnes 10 18). ibe folder name is indicative of the date that 
is associated with the digital image. In some cmbodiincnts, the folder name may be indicative 
of a particular month md year. For example, the cxemplay computer monitor display view 
60 illustrates dala folders 42a-b in a folder window 62, and thumbnail views of image files 
64a-b in a file window 66 (Fig. 3; p.7, line 18 - p.8, line 5; p.l 1 ; lines 10-20). Datii folder 
42a has the folder name of "Jul 200r\ indicative of the montli and year of July, 200 1 . 
Similarly, daU folder 42b has the folder name of "Aug 2001", indicative of the month and 
year of August, 2001. In operation, if a date of July 15, 2001 is associated with an acquired 
digital image, then the digital image data file will be stored into folder 42a, which lias the 
folder name of "Jul 2001". If a date of August 23, 2001 is associated with an acquired digital 
image, then the digital image data file will be stored into folder 42b, which has the folder 
name of "Aug 200 1 This folder naming and image storing scheme advantageously 
organizes the digital images by date, thus allowing the user to easily and quickly locate 
desired images for viewing or post-processing. 
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tndepeiidcnt claim 37 recites an image processing system. In this embodiment, the 
system includes a means for acquiring a digital image fVom an image source 20. The structure 
con-esponding to the acquiring means is image capture subsystem 30 (Fig. 1 ; p.6, lines 15- 
17). The system also includes a means for automatically converting the digital image into a 
data file having a date associated with the digital image. The structure corresponding to the 
converting means is image capture subsystem 30 (Fig. I ; p.9, lines 9-13). llie system also 
includes a meaas tor storing the data file into a data folder of a file system, where the folder 
has a folder name indicative of the date. The structure corresponding to the storing means is 
image capture subsystem 30 (Fig. 1; p. 7, line 12 - p.R, line 3; p i 1, lines 10-20)- 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 1-9, 36, and 38 have been rejected under 35 U.S.C. §103(a) as being 
unpatentable over U.S. patent 7,1 13,306 to Nakabayaslii et al ("Nakabayashi") in view of 
U.S. patent 6,086,930 to Powers et al ("Powers")- 

Claims 11 -25, 27-35, 37, and 41 have been rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. paLcnt 7,1 1 3,306 to Nalcabayashi et al. (*TS[akabayashi'*) in view of 
U.S. patent 6,335,742 to Takemoto C'Takemoio"). 

Claims 1 1 -14, 1 6-25, 27-35, 37, and 41 Stand or fall together 

Claim 1 5 stands or falls alone. 

Claims 1-3, 6-9, 36, and 38 stand or fall together. 

Claim 4 stands or falls alone. 

Claim 5 stands or falls alone. 

VII. ARGUMENT 

A. C laims 11-14. 16-25, 27-35, 37, and 41 were imnroperlv rejected under 35 
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U.S.C. S103fa) as being unpatentable over iJ.S- Patent No. 7 J 13,306 to 
Nnkabflvashi ct al. r^Nakabavashm in view of U.S. Patent No. 6.335.742 to 
Takemoto f*^Takenioto"1« 

As to a rejection under § 103(a), the U.S. Patent and Trademark Office ("USFi'O") has 

the burden under §103 to establish a prima facie case of obviousness by showing some 

objective teaching in the prior art or generally available knowledge of one of ordinary skill in 

the ait that would lead that individual to the claimed invention. In re Fine, 837 F. 2d 1071, 5 

US.P.Q,2d 1596. 1598 (Fad. Cir. 198^^1 The Manual of Patent Examining Procedure 

(MPEP) section 2143 discusses the requirements of a prima facie case for obviousness. Tliat 

section provides as follows: 

To establish a prima facie case of obviousness, three basic criter-ia 
must be met. First, there "nnust be some suggestion or mc^tivation, either in 
the references themselves or in the knowledge generally availa.blc to one 
of ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. 
Finally, ihc prior art rcicrcncc (or references when combiticd) must teach 
or suggest all the claim liniita lions. Tlic teaching m suggestion to mulct; 
the claimed combination and reasonable cxptictatit)n of success must be 
found in the prior art:, and not based on applicant's disclosure. 

More recentlyj the Supreme Court, quoting //^ /?e ^a/i//. 441 F.3d, 977, 988 (CAFed. 
2006) , has clarified that "[R]ej actions on obviousness cannot be sustained by mere conclusory 
.sla.i.cmcnts; instead, there nuist be some articulated reasoning with some rational 
underpinning to support the legal conclusion of obviousness'* Teleflex Inc. v. KSR Tnt'l Co.^ 
82 USP02dl385, I396rS.Ct. 2007) . 

Appellants contend that claims 11 -14, 16-25, 27-35, 37. and 41 were improperly 
rejected because (1) the applied references, alone or in combination, do not teach or suggest all 
of Appellants' claim limitations; (2) there is no aiticulated reason with some rational 
undeipinning to modify or combine reference teachings; and (3) the Takemoto refeiience 
teaches away from the combination. 

1 . The Nakabayashi and Takemoto references, in combination, do not teach 
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or suggest all the limitations of Appellants' independent claim 11 in that 
the limitations of storing a data file having a digital image acquired from an 
image source into a folder of a file system, where the folder has a folder 
name indicative of a date associated with the digital Image, is neither 
taught nor suggested by the references. 

The rejection of independent claim 1 1 , and its dependent claims 12-14 and 16-25, is ' 

respectfully traversed for at least the following reasons. Independent clam 1 1 recites: 

"1 1. A method of automatically organizing digital images, comprising: 
acquiring a digital image from an image source; 
automatically associating a date with tlie digital image; 
automatically conyeiling the digital image into a data file; and 
st oring the data file into a folder of a file system, th e f older having; a foldci name 
indicative of tlie date ." (emphasis added) 

I'he Nalcabayashi reference is directed to a system in which *'Image datA are housed in 
a folder managed as a film metaphor" (Abstract). Tlie Examiner admits that tlie Nakabayashi 
reference "dose [sic] not teach or disclose storing the data file into a folder of a file system, 
the folder having a folder nameindicadve of the date" (Office Action, p. 11). However, the 
Examiner contends thai tlie Takemoto reference teaches this limitation, because "information 
indicative of a file name and its creation date is displayed in the folder list, col 1 , lines 50- 
55" (Office Action, p.l 1). Appellants disagrce. 

With regard to this limitation in Appellants' invention, it can be appreciated in Fig. 3 

(reproduced below) of the present application that, for example, folder 42a has a folder name 

of ^'Jul 200 r\ and that folder 42b has a folder name of *'Aug 2001" . Such folder name s are 

indicative of a date associated with the digital image. As explained with reference to Fig. 3 

(reproduced below-) and Fig. 4 of the present application: 

"At 108, the data file is stored into a data folder, such as folder 42, of a file system 40. 
The folder 42 is associated with tire date, and typically selected from a set of data folders. If 
no folder 42 associated with the date as yet exists on the file system 40, such a folder 42 is 
created. In the preferred embodiment, the data folder is associated with a particular month and 
year, such as folder 42a for July 2001 and folder 42b for August 2001 , For example, for a 
particular digital image that has a capture date of Jul. 15, 2001 and a storage date of Aug. 23, 
2001, if the associated date is the capture date, the image file will be stored into Uic July 200 1 
folder 42a, alternatively, if the associated date is the storage date, the image file will be stored 
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mto the August 2001 folder 42b. Such a folder organizaLion advantageously organizes the 
digital images by date, thus helping the user to easily and quickly locale desired images for 
viewing or posl-processing.*' (p.l 1, lines 10-20) 
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Conversely, the Takcinoto reference discloses an apparatus that 

**al1ovvs for easy understanding of the contents of respective files by presentf ing] a 
portion of the respective files as a graphics image along with other associated atri ihutes of tlie 
respective files" (Abstract). 

However, there is no teaching or suggestion lhat the folder of the file system in which 
at least one of the respective files are stored has a folder name indicative of a date associated 
with g d i gital image in tlie file, as recited in claim It. 

The portion of the Takemoto reft^rencc cited by the Examiner regarding a folder name 

indicative of the date teaches as follows: 

'ilowever, in conventional file management soflwarc applications or browser 
software systems, because only tlie information indicative of a file name and its creation dale 
is displayed in the folder list, the contents of the desired file is diilicult to understand, 
particularly when a 'mechanicar name is given to the file. While software applications such 
as WINDOWS '95 provide an icon next to the file name, indicating the application for which 
the file may be launched, there is no meaningful infoimation regarding the substance of the 
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file provided by the file managemenl software." (col. 1, lines 49-59) 

Tlius the cited portion of the Takcmoto reference teaches merely that a folder list 
displays file names and creation dates of files contained in the folder, in some cases along 
wiUi an icon of the application associated with the file. It teaches or suggests nothing about 
the name given to the folder, and more specifically does not teach that the folder name is 
indicative of a date associated with a digital image contained in the files in the folder'. 

Nor does any other portion of the Takemoto reference leach or suggest that the folder 
name is indicative of a date associated vdxh a digital image contained in the files in the folder. 
Tlie folder name illustrated in Fig. 4 is "tmp", while none of the folder names along the left 
side of the DTGICLIP screen display of Fig. 16 (e.g, "Exchange", "MRS", "MSDEV, 

''MSOffice", etc.) is indicative of -any date. 

Accordingly, the Nalcabayashi aJid Takemoto references, taken alone or in 
combination, do not teach or suggest the combination of elements recited in Appellants* 
claim 1 1 , nor in its dependent claims 12-14 and 16-25, Ihereforc, the Office has failed to 
establish a prima facie case of obviousness at least on these grounds, and the rejection is 
improper at least for this reaiiun and should be ovenxiled. 

Because these references do not teach or sugj^csL the cojubiuatioii of olciiicjita, tlic 
Examiner impermissibly uses the Appellants' disclosure as a blueprint or in hindsight for the 
rejection. In this regard, the Examiner argues that '^anyone of a wide variety' of scanning and 
image processing device, can be similarly employed to accomplish this desired result without 
depending from the teaching of the present invention" (Office Action, p. 12). However, this 
cannot he tme as it is only in Appellants' own disclosure that all the limitations of the claims 
can be found! 
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2. The Nakabayashi and Takemoto references, in combination, do not teach 
or suggest all the limitations of Appellants' independent claims 27, 35, 37, 
and 41 in that the limitation of a folder having a folder name indicative of 
the date associated with the digital image is neither taught nor suggested 
by the references. 

Independent claims 27, 35, 37, and 41 each Tecitc a similar limitation of a folder 
having a folder name indicative of the date associated with the digital image. A.ccordingly, 
the rejection of these independent claims is travensed for similar reasons as argued above for 
claim 11. 

In rejecting claims 27 and 41, the Examiner contends that "information indicative of a 
file name and its creation date is created and displayed in the folder list, as shown in fig 13 A, 
automatically stores col. 1, lines 50-55" (Office Action, p.l6, 23). Appellants disagree, and 
contend that for similar reasons as explained heretofore with regard to col. 1 , In. 49-59 of the 
TakemuLo reference, the folder name is not indicative of the date. With regard to Fig. 13 A, it 
is merely one "example pull-down menu on a menu bar for the browser screen", illustrating 
commands such as Crcat[c] New Folder and Acquire From Seamier under the File menu of 
the browser (Takemoto, col. 4, In. 1 1-13). As such, it has nothing that teaches or suggests a 
folder name i ndicative of the date 

ill rejecting claims 35 and 37, the Exairihicr coutjcnda that "information indicative of a 
file name and its creation date is displayed in the folder Hal, col. 1, lines 50-55'' (Office 
Action, p.20,21 ). Appellants disagixc, and contend that for similar reasons as explained 
heretofore with regard to col. 1 , In. 49-59 of the Takemoto reference, the folder name is not 
indicative of the date. 

Accordingly, the Nakabayashi and Takemoto references, taken alone or in 
combination, do not teach or suggest the combination of elements recited in Appellants' 
claims 27, 35, 37, and 41, nor in their dependent claims 28-34. Therefore, the Oflice has 
failed to establish a prima facie case of obviousness at least on these grounds, and the 
rejection is improper at least for this reason and should be overruled. 
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3. The Nakabayashi and Takemoto references are not properly connbinable 
in that there is no articulated reason with some rational underpinning to 
modify or combine the reference teachings because the reason articulated 
by the Examiner for combining in the Takemoto reference is unrelated to 
the features the Examiner alleges it teaches or suggests, 
[n order to establish a prima facie case of obviousness, there must be an articulaled 
reason with some rational underpinning tiiat wouJd have prompted a person of ordinary skill in 
the relevant field to combine the prior art elements in the manner claimed. In ReKahn. 441 
F.3d 977. 988 (CA Fed 2006). A patent composed of several elements is not proved obvious 
merely by demonstrating that each element was, independently, known in the prior art. 

The Examiner slates that tlic Nakabayashi and Takemoto references can be combined 
together because "it v^ould have help[ed] user to provide a meaningfuh descriptive name lo 
the fil_e" (Office Action, p. 12; emphasis added). 

Appellants do not believe that this articulated reason has the required rational 
undeipinning. I'irsl, a file is a completely different element from the fohlt^r in which the file 
IS stored. The Hmilalions of claim 1 1 at issue re fer U^ the name of the folder, not tlio name of 
a file stored in that folder. Second^ assigning to a lilc a mcaningfiil^ descriptive name for that 
tile is completely different trom assigning to a lolder a name indicative of a date associated 
with a digital ima ue contained. in a file in that folder . Assigning a meaningftil, descriptive 
name to files in a folder, as suggested by the Examiner, would not organize the digital images 
by date to help the user easily and quickly locate desired images, as does Appellants' 
invention. 

Because the reason articulated by the Examiner relates to a completely different 
element, and a completely ditTerent element attribute, than those at issue in llie claims. 
Appellants believe that the reason lacks the rational underpinning required to properly 
combine the references. For at least this reason, the Examiner has failed to establish a prima 
facie case of obviousness and the rejection under 1 03(a) of claims 1 1-14, 16-25, 27-35, 37, 
and 41 should be overruled. 
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4, The Nakabayashi and Takemoto references are not properly combinable 
in that at least the Takemoto reference teaches away from the 
combination. 

Teaching away is an important indicium of nonobviousness. U.S. v. Adams, 383 U.S. 
39, 148 USPQ 479 (1966). Teaching away is the antithesis of the art suggesting that the 
person of ordinary skill go in the claimed direction. In re Fine, 5 USPQld 1596, 1599 (Fed. 
Cir, 1988). 

The Takemoto reference teaches away by tailing to teach or suggest that any folders 
have folder names indicative of a date associated with the digital image in files in the folder, 
as required by claims 1 1-14, 16-25, 27-35, 37, ctnd 41 . None of the folder names illustrated in 
the drawings, for example, have folder names indicative of such a date. For example, the 
folder name illustrated in Fig. 4 is "toip", while the folder names along the left side of the 
DIGICLIP screen display of Fig. 16 include names such as "bin*', "Exchange'*, "MRS", 
"MSDEV, "MSOffice", etc. None of these folder names is indicative of a date. In addition, 
there is no teaching or suggestion thai Lhe various ima^c files contained in tlic file system arc 
organized into particular folders haf;ed on any date that is associated with the digital image in 
those image files. 

Because the Takemoto reference teaches away from a person of ordinary skill going in 
the dii-cclion recited m tlie claims, it is iTTtpT\>per to combine the Nakabayashi and Takemoto 
references. For at least this reason, the Hxaminer has failed to establish a prima facie case of 
obviousness and the rejection under 103(a) of claims 1 1-14, 16-25, 27-35, 37, and 41 should 
be overruled. 

B. Claim 15 was Improperly rejected under 35 U.S.C. gl03(a) as being 
unpatentable over U.S> patent 7JI3,306 to Nakabayashi et aL 
("Nakabayashi") in view of U.S. Patent No. 6.335,742 to Takemoto 
("Takemoto"). 

1 . The rejection of dependent claim 1 5 is improper for the sanae reasons thai 
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render the rejection of its base claim 1 1 improper. 

"A claim in dependent fomi shall be construed to incorporate by reference all the 
limitations of ihc claim to which it refers." (35 U.S.C. §1 12, paragraph 4.) 

Claim 1 5 depends from base claim 1 1 , which was rejected under 1 03Ca) based on the 
Nakabayashi and Takemoto references. Appellants have argued heretofore the reasons why 
the rejection of base claim 1 1 is improper. Because the rejection of base claim 1 1 is 
improper, the rejection of its dependent claim 15 is also improper for at least die same 
reasonifi. 

2. The Nakabayashi and Takemoto references, alone or in combination, do 
not teach or suggest all the limitations of dependent claim 15 in that the 
limitation of the folder name being indicative of a particular month and 
year associated with an image in a file stored in the folder is not taught or 
suggested by the reference. 

Appellants fiirther contend that dependent claim 15 wns improperly rejected because the 
cited references do not teach or suggest all of the limitations of the claim. 

Dependent claim 15 recites: 

"15. Tlie method of claim 1 1 ^ wherein the folder name is indicative of a particular 
month and year ." (emphasis added) 

With regard to claim 1 5, the Examiner i^Latcs that, m the Nakabayashi reference, "fig 5 
and 6 shows folder associated with date, month and year" (Office Action, p.7; emphasi.s 
added). Appellants disagree. 

First, tlie iixaminer mischaraclerizcs tlic limitation. Appellants do not claim that the 
folder is associated with date> month, and year. Claim 15, read in concert with its base claim 
1 1 , recites that die folder has a folder name that is indicative of a particular month and year 
that is associated with a digital image in a file stored in the folder. Even if, arguendo, and 
which Appellants do not concede, the Nakabayaslii reference were to teach that the folder into 
which a digital image data fde is stored is associated with a date, month and year, this would ' 
be significantly differenl from the recited limitation in which the folder has a folder n ame that 
is indicative of a particular month, and year associated widi a digital image stored in the 
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folder. 

Second, there is no teaching or suggestion in the Nakabayashi reference of any folder 
nanacs that are indicative of a particular iTionth, and year associated with a digital image 
stored in the folder. More specifically, the Nakjtbayashi reference discloses a folder 
organization in which the folder names are not indicative of any date associated with the 
digital image, much less a patlicnlar month, and year associated with the digital image. The 
folder system of Fig. 6 cited by the Examiner illustrates 3 folders (in the leflmosl "file" 
column), but does not specific the names of the folders, which are denoted only as "Folder", 
In the adjacent "film metaphor" column, "each folder is viewed as a patrone of a film" (col. 
13, lines 11-12). Appellants believe that a better translation might be "each folder is viewed 
as a film canister'*, which the outline of the file metaphor appears to illustrate. However, 
there is no disclosure that the text shown within the outline of a film metaphor - for example, 
"flower - 10 May '98 - 25 sheets" - is used as tlic folder name . At least some of Lhis 
information corresponds to values of certain fields of film data 30c, such as the "film name" 
field and the "date" field. 

As can be understood with reference lo .Kig. 34^ the Nalcabayashi reference discloses 

that the graphical view of the film metaphor - e.g. "Karario at Matsumoto - 27 May 1998" - 

is produced in group display region dp3 on the ?{creen display generated by the print 

processing operatioii of the nruiin control section 60 of the image data processing software of 

Fig 3. Again, there is no disclosure that the text shown within the outline of a film metaphor 

is the M4et: naine (col. 24, line 44 coL 25, line 3). histead, as can be understood with 

reference to the hierarchical folder .structure of Fig. 47, the "film data 30c" (containing tlae 

textual information needed to draw the graphical view of the fil m metaphor) "arc saved as a 

database file ai_ dpe.dbO of a 'main* folder 3 1 " (col. 35, lines 40-44). The contents of this 

database file can be accessed by the image data processing software for use in drawing the 

graphical view of the film metaphor on the print processing operation screen. 'ITie 

Nakabayashi reference further discloses: 

"in the case in which the image file 30a is to be saved on a hard disk 13b, it is saved in 
a 'films' folder 33 fonned in Uie 'main' folder 31. One folder is iurther formed for each 
patrone in the 'films' folder 33. When 'swimming in the sea* is set as the name of the 
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patroiie, a 'sw i mming in the sea' folder 34 is obtained. When *hiking* is set as the name of 
the patrone, a 'hiking' folder 35 is obtained. Database tiles ai_dpc. dbl and ai_dpe. db2 arc 
created as the photographic data 30b in tlie respective folders and individual image iiles 30a 
are saved with unique names. As described earlier, the tliumb nail data are saved in either of 
the two database files which has the extension of db2, and the residual photographic data are 
saved in the database file having the extension of dbl. Moreover^ information about only the 
image tile 30a saved in tlie same directory is stored in the database file and so is the 'hiking' 
folder 35 as a matter of course. For the reasons of the processing, it is convenient that there is 
a patronc which saves temporarily inseparable data, and a patrone having the name of - others' 
is prepared. The image tllc 30a classified fox the patrone of 'otliers' is saved in the same 
column as tlie above-mentioned 'swimming in the sea' folder 34 and 'hiking' folder 35 which 
are provided under the Tilms' folder 33." 

Thus, witli regard to folder names, the Nakabayashi reference teaches, arguendo and at 
most, that the folder name corresponds to the text of the "film name" field of film data 30c, 
The "date'' field of film data 30c is a differ ent field from the "film name" field. 

Moreover, the only folder names disclosed in the reference are illustrated in Fig. 47: 
"main", "removable", 'Tilms**, ''swinwning in the sea", and "hiking". Tt is noted that none of 
these folder names are indicative of a paiiicular month and year. 

With regard to the Takemoto reference, the Examiner docs not contend tliat tliis 
reference teaches or suggests the limitations of claim 1 .5, and it is believed that the Takemoto 
reference does not teach or suggest these limitations. For similar reasons as explained 
heretofore widi reference to claim 1 1, the folder names disclosed in the Takemoto reference 
in. for example., Figs ^ '^^^-^ 1 6 are not indicat ive of any date, much less of a particular month 
and year that is associated with a digital image stored iu the iblder. 

Vnr at least this additional reason^ the Exanimer has tailed to establish a prima facie 
case of obviousness and the rejection under 103(a) of claim 15 slaould be overruled. 

C. Claims 1-3, 6-9, 36, and 38 were improDerlv relected under 35 U>S,C. 6103(a) 
as being uapatentable over U.S« patent 7 J 13.306 by Nakabavashi 
r'Nakabavasbi*^) in view of U.S. patent 6,686,930 by Powers et al. 
("yowers"). 

Appellants contend that claims 1 -3, 6-9, 36, and 38 were improperly rejected because 
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(1) the applied references, alone or in combination, do not teach or suggest all of Appellants' 
claim limitations; (2) tliere is no articulated reason with some rational underpimiing to modify 
or combine reference teachings; and (3) the Powers reference teaches away from tlie 
combination. 

1. The Nakabayashi and Powers references, in combination, do not teach or 
suggest iail the linnitations of Appellants' independent claim 1 in that the 
limitations of configuring an optical scanning arrangement with predefined 
settings for scanning parameters appropriate to a photographic Image and 
optically scanning the target item using the predefined settings without 
requiring any intervention by a user, wherein the settings are not 
predefined by the user, are neither taught nor suggested by the reference. 
The rejection of independent claim 1, and its dependent claims 2-3, and 6-9, is 
respectfully traversed for at least the following reasons. Claim 1 recites: 

"I . A method of optically scanning a target item, comprising: 
conflaurins an optical scanning arrangement with predefi ned s ettings for scanninj^ 
parameters approi)riat e to a ohotoflraDhio image : 
initiating a scanning operation; 

in response tx> the initiating, onticallv scanning the target item using the predefmed 
settings to foim a digital image of the target item; and 

converting the digital image into a data file, wherein the scamiin2 and th e c onvertin u 
are perfonned a utomatically without intervention by a user, and wherein tlie predefined 
settings are not defined by the user." (emphasis added) 

The Examiner has not established a prima facie case of obviousness at least because the 
applied references do not teach or suggest all of Appellants' claim limitations. 

Appellants' invention, as recited in claim 1, configures an optical scanning 
arrangement with predefined settings for scanning parameters. The predefined settings are 
appropriate for scanning a photographic image. The target item (e.g. a photograph placed on 
the scanner glass) is then optically scanned using the predefined settings. Thus tlie optical 
scanning arrangement of Appellants' claim 1 is configured with the predefined parameter 
settings appropriate to a photographic image before the target item is scanned, and the thus- 
configured scanning arrangement uses these predefined parameters when scanning the target 
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item, Clainri I recites configuring tlie scamiing arrangement with predefined parameter 
settings prior to scanning the target item, and then scanning tlie target item in conformance 
with those patameter settings in order to produce a digital image data file. The scanning and 
converting operations are advantageously perfonned autuinalically vvithoul requiring any 
intervention hv a user , and tlic predefined settings For the scanning paranneters are not detined 
hy the user . 

However, the Nakabayash i and Powers references, in combination, fail to teach or 
suggest at least the limitations of configuring an optical scanning arrangement with 
predefined settings for scanning parameters appropriate to a photographic image, and 
optically scanning the target item using the predefined settings without requiring any 
intervention by a user, wherein the settings are not predefined by the user. 

The Examiner takes two contradictory positions regarding what he alleges the 

Nakabayashi reference as teaching with regard t<^ scanning. First, the Examiner states that the 

Nakabayashi reference 

"configured an optical sca.nning arrangement with predefined settings for scaiuiiug 
parameters appropriate for a photographic image, (an optical scanning anangeraent of Og 2, 
with a parameter setting unit A2 of fig 1, and image modification section 40 mainly generates 
a various parameters for automalically executing an imaj^e processing, which include 
scanning, converting and setting parameters wllli out human intervention^ col. 12, lines 23- 
30)" (Office Action, p.3). 

llien. in direct contradiction, the Examiner contends that 

^'Nakabayashi (306) dose [sicj not teach scanning arrangement with a predefined 
settings of scattning parameters" (Office Action, p.4). 

Continuing, the Hxaminer contends that 

''Powers (930) in the same area of scaiming device teaches a preset scanning setting of 
scanning parameters (as showTi in fig 5, discussed in col. 10, lines 40-45, selection 
comparator 534 and determine a preset of scamiing parameters [resolution setting, col. 7, 
lines 60-65] to accommodate a parameters with in scanning system of fig 5)" (Office Action, 
p.4). 

Appellants agree with the Exambier's second position on the Nakabayashi reference: 
that it does not teach a scaiming arrangement with predefined settings of scanTiing parameters. 
The Nakabayashi reference is not directed to scanning target items, but rather to post- 
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processing a digital image data file stored in data saving unit Al (Fig. 1) (i.e. ailcr the target 

item has been scanned). Tlic post-processing is tyi^ically done in a manner such that the 

original digital image data file is retained. 

"When display, output or print is actually required, various image processings arc 
executed by referring to modification information on only a work area with original image 
data left. Therefore, it is possible to easily enjoy image modification or the like with the 
original image data left as they arc" (Abstmct). 

In operation, image data - for example, image data captured from scanner 11a (Fig. 2) 
- is stored in image data storage region All of data holding unit Al in its original form (Fig. 
I ; col. 7, lines 37-49). Parameter setting unit A2 is used to set image processing parameters 
for particular image data; these parameters get stored in parameter storage region A12 of data 
holding unit Al . Then, image data to be post-processed, and tlic corresponding image 
processing parameters that define the post-processing, are retrieved from image data storage 
region Al 1 by data acquiring unit A4 (col. 8, lines 27-32). Finally, post-processing of the 
retrieved image data in accordance with the imjige processing parameters is performed by one 
or more modiiying engines A3 1 ,A3n of image reproducing unit A3 (coL 8, lines 46-54). 

However, there is no disclostire in the Kakabayashi reference that scanner 11a is ever 
configured with any parameters generated by parameter setting unit A2. Rather, the 
pararneters generated by parameter setting unit A2 arc used by modifyiTig engines A3 1 j^3n of 
image reprodu cing unit A3 to modify image data Uiat has been previously captiu*ed by seamier 
1 la and stored in image data storage region Al 1 of data holding unit Al . Tlius the 
parameters are not scaxming parameters as recited in claim 1 . 

Furthermore, claim 1 recites that the predefined settings with which the scanning 

arrangement is configured arc not defined by the user . However, according to the 

Nakabayaslii reference: 

"The parameter setting unit A2 serves to generate a parameter as a result, and includes 
the case in which an instruction for an image proeesshm from a user t hroug h a GI.JI is 
ac cepted to set a parameter and the case in which ima ge data are originally inspected to set a 
parameter for implementing an image processing to meet a predetermined purpose ." (col. 8, 
lines 14-20; emphasis added) 

The fomicr case clearly teaches that the predefined settings are set by the user. 
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In the latter case, where tlie predefined settings are not defined by the user, these 
predefined settings are determined instead bv inspecting the cantured imatze data . This is 
feasible to accomplish the purposes of the Nakabayashi reference because tlie iinage 
processing is performed as a post-processing operation after the iinage data has been 
captured. However, in claim 1, the predefined scamiing parameter settings must be known 
(and then used to configure the scanning arrangement) before the image data has been 
captur.ed, so that the scanning arrangement can be operated using those settings in order to 
capture that image data. Such is not only not done in the Nakabayashi reference, but it further 
would clearly be impo.ssible to do in the Nakabayashi reference, since the predefined 
parameter settings could only be known after the image data has already been captured.. 

Thus, because the Nakabayashi reference docs not teach a scanning arrangement with 
predefined sctliuRs of scanning parameters for the reiLsonx explained above, it necessarily 
follows that the Nakabayashi reference cannot leach that tliese predefined settings are not 
defined by the user. 

Nor doe& the Powers t cfcrejice remedy the deficiencies of the Nakabayashi reference. 
As explained below, the Powers reference teaches that the predefmed settings of scanning 
parameters are defined by the user, and that the scanning is nol perfuxined Hutouiatically 
without intervention by a user. Both of these teachings are contrary to the limitations of 
claim 1. 

In Appellants' invention, Tig. 7 illustrai.cs the predefined settings. One of these 
predefmed settings is crop mode 146. Crop mode defines how the poifion of the image to be 
selected for capture is determined. The crop mode setting appropriiite to scanning 
photographic images is "automatic border detect" (Fig. 7). With "automatic border detect" as 
the predefmed setting for crop mode, the user docs not have to manually select the desired 
portion of the source image to scan (\aa, for example, a preview scan), hislead, it "allows 
image scanning to be performed in a one-step operation that is analogous to how a digital 
image is captured with a *point-and-shoot* camera" (specification, p. 1 5, 1 n . 1 6- 1 8). 

In the l^owers reference, conversely, the user selects (P'ig. 3, step 326; Fig. 4, step 
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438)> using a rubber band box of the user interface, the desired portion of the source image to 
scan (col. 8, In. 14-25). 

However^ even if the user somehow does not mak^ a user selection of the desired 
portion of the source image to scan^ intervention by the user is still required, contrary to claim 
1 . This occurs because the image source is in fW AUST state 5, which **causes the Source to 
pre-scan the stiurcc image and display a representation of the source image in the UI" (col. 7, 
In. 64-67), and must be manually transitioned by the user to the next state. Accordingly, after 
the desired portion has been selected by the user, or even if he uses a default selection, and 
the user 

"ia satisfied with the indicated selection, the user indicates that the selection is a final 
selection. For example, the user selects a scan command in the UT . Typically, the indication 
tliat the selection is final causes the Source to rescan the indicated portion of the source image 
and to notify the application that a data transfer is ready. As this is done, the Source 
transitions to 1 WAIN state 6" (col. 8, In. 22-29; emphasis added). 

Thus, the Nakabaj^shi and Powers references, in combination, fail to teach or suggest 

at least the limitations of configuring an optical scanning arrangement with predefined 

settings for scanning parameters appropriate to a photographic image, and optically scanning 

the target item using the predefined settings without requiring any intervention by a user, 

wherein the settings are not predefined by the user. '1 herefore, the Office has failed to 

establish a prima facie case of obviousness for claim I , and dq^ondent claims 2-3, and 6-9, at 

least on these grounds, and the rejection is improper at least for this reason and should be 

overruled. 

Because these references do not teach or suggest the connbination of elements, the 
Examiner impennissi]>ly uses the Appellants' disclosure as a blueprint or in hindsight for the 
rejection. In tliis regard, the Examiner argues that "anyone of a wide variety of scanning and 
image processing device, can be similarly employed to accomplish this desired result widiout 
depending fironi the teaching of the present invention" (Office Action, p. 5). However, this 
cannot be tnae as it is only in Appellants' own disclosure that all the limitations of the claims 
can be found. 

2. The Nakabayashi and Powers references, in combination, do not teach or 
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suggest ail the limitations of Appellants' independent claims 36 and 38 in 
that the limitations of configuring an optical scanning arrangement with 
predefined settings for scanning parameters appropriate to a photographic 
image and optically scanning the target item using the predefined settings 
without requiring any intervention by a user, wherein the settings are not 
predefined by the user, are neither taught nor suggested by the 
references. 

Indqpendent claims 36 and 38 each recite similar limitations to claim 1, and were 
rejected on the same or similar basis as claim 1. Accordingly, the rejection of these 
independent claims is traversed for sunilar reasons as argued above for claim 1 . 

Accordingly, Ihc Nakabayashi and Powers references, taken alone or in combination, 
do not teach or su^'igesl the combination of elements recited in Appellants' claims 36 and 38. 
Therefore, die Office has failed to establish a prima tacie case of obviousness at least on these 
grounds, and the rejection is improper at lea^t for this reason and should be overruled. 

3. The Nakabayashi and Powers references are not properly combinable in 
that there is no articulated reason with some rational underpinning to 
modify or combine the refar«nca teachings because the reason arliculated 
by the Examiner for combining in the Powers reference is not at all 
pertinent lo the operation of the Nalcabayashi reference, 
hi order to establish a prima facie case of obviousness, there-muBl be an aiticulat^d 
reason with some rational underpiiming that would have prompted a person of ordinary' skill in 
the relevant field to combine the prior art elements in the manner claimed. In Re Kahn, 441 
F.3d 977. 988 (CA Fed, 2006). A patent composed of several elements is not proved obvious 
merely by demonstrating that each element was, independently, known in the prior art. 

'ITie Examiner states that the Nakabayashi and Powers references can be combined 
togetlier because *St would have help[ed] a user to provide for automatic scamiing lo fit. 
thereby reducing or eliminating numerous scanning iteration in a document or image 
preparation process, as suggested in col. 4, lines 5-10, by Powers (930)" (Office Action, p.4; 
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emphasis added). 

Appellants do not believe thai this articulated leason has the required rational 
underpinning. Tlie Nakabayashi reference, as has been discussed heretofore, is not directed at 
all to scanning target items, but rather is directed to post-processing stored digital image data 
files tlial have already been acquired. Any features in the Powers reference that, arguendo, 
provide for automatic scanning are simply not pertinent to the Nakabayashi reference. In 
alleging the articulated reason to combine, the Examiner has done nothing more than restate 
the final sentence of the Background seclion of the Po\vet:s reference, ignoring its lack of 
relevance to the Nakabayashi reference. 

For these reasons, Appellants believe that the, reason lacks the rational underpinning 
required lo properly combine the references, hor at least this i*eason, the Examiner has failed 
to establish a prima facie case of obviousness and the rejection under 1 03 (a) of claims 1-3,6- 
9, 36, arid 38 should be oveirulcd. 

4. The Nakabayashi and Powers references are not properly conibinatale in 
that at least the Powers reference teaches away from the combination. 

Teaching away is an importaaL indicium of uonobvionsness. UA v. Adams, 383 U,S. 
3 9. 148 USPO 479 0966). Teaching away is the aiititliesis of the art suggesiing thai Ihc 
person of ordinaiy skill go in the claimed direction. In re Fine. 5 USP02d 1596. 1599 O^'ed 
dr. 1988). 

llie Powers reference teaches away by teaching that the user mterv enes in the 
scanning process. The user intervention taughl by Powers, as has been discussed heretofore, 
includes selecting, using a rubber band box of the user interface (IJT), the desired portion of 
the source unagc to be scanned; and selecting a scan conmiand in the UI to indicate that the 
present selection is fina], and to rescan the indicated portion of the source image and 
transition the Source to TWAIN state 6. 

Such teachings are the o pposite of the claimed direction, in which scanning is 
performed automatically without intervention by a user. 

Because the Powers reference teaches away from a person of ordinary' skill going in 
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the direction recited in the claims, it is improper to combine the Nakabayashi and Powers 
references. For at least this rea<;on, the Examiner has failed to estabhsh a prima facie case of 
obviousness and the rejection under 103(a) of claims 1-3, 6-9» 36, and 38 should be 
overruled. 

D. Claim 4 was improperly rejected under 35 IJ.S.C. S103fa) as being 

unpatentable over L'.S> patent 7.113.306 to Nakabavashl f^Nakabayashi") in 
view of U.S, patent 6.686.930 by Powers et al. ("Powers"), 

1 . The rejection of dependent claim 4 is improper for the same reasons that 
render the rejection of its base claim 1 improper. 

Claim 4 depends from base claim I, which was rejected under 103(a) based on the 
Nalcabayashi and Powers references in combination. Appellants have presented heretofore 
the rtjusoiis why tlic rejection of base claim 1 is improper. Because the rejection of base claim 
1 is improper, the rejection of its dependent claim 4 is also improper for at least the sarnc 
reasons. 

2. The Nakabayashi and Powers references do not teach or suggest all the 
limitations of Appellants' dependent claim 4 in that the limitation of "storing 
the data file on the file system in a folder having a folder name indicative 
of the date" is not taught or suggested by the references. 

Dependent claim 4 recites: 

"4. The method of claim 3, further including specifying a date, and wherein the 
storing further includes storinty the data file on the file system in a folder having a folder 
name indicative of the date /' (emphasis added) 

With regard to claim 4, tlie Examiner states that the Nakabayashi reference teaches 
that "the storing further includes storing the data file on the file system in a folder associated 
with the date , see (fig 5 and 6, where a data file has been shovm relating to date, month and 
year of the file data, col. 13, lines 40-45)" (Office Action, p.5; empliasis added). Appellants 
disagree. 
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First, the Examiner asserts tliat the Nakabayashi reference teaches storing the data file 
on the tile system in a folder associated with the date . To whatever extent, if any, arguendo, 
that the Examiner's assertion itJ correct, such is not pertinent to claim 4. Claim 4 recites a 
very different limitation: storing the data file on the file system in a folder having a folder 
name indicative of the date . 

Second, a similar limitation is included in claim 1 1, whose rejection has been 
disctissed heretofore, hi that rejection, the Examiner admitted that the Nakabayashi reference 
"dose [sic] not teach or disclose storing the data file into a folder of a file system, the folder 
having a folder name indicative of the date** (Office Action, p.l 1). Instead, the Examiner 
contended that the Takemoto rcfeirence teaches this limitation. However, the 1 akemoto 
reference is not cited in the rejection of claim 4 or its base claim 1 . 

Third, the portion of the Nakabayashi reference cited by the Examiner in rejecting 
claim 4 was also cited in tlic rejection of claim 15, which has been discussed heretofore. 
Therefore, the rejection of claim 4 is traversed for similar reasons as have been discussed 
heretofore with regard to the rejection of claim 1 5. 

The Exarniner does not cite the Powers reference as teaching or snggesTiniT, .such 
limitations, and it is believed that the Powders reference does not teach or suggest such 
limitations. 

Tlius for these reasons, the Nakabayashi and Powers references, in combination, fail 
to teach or suggest all of the limitations of claim 4. Accordingly, the Examiner hai> Ikiled to 
establish a prima facie case ol' obviousness at least on these grounds, and the rejection is 
improper at least for this reason and should be overruled. 



Page 26 of 38 



PAGE 27/39 ' RCVD AT 4/23/2008 2:40:15 PM [Eastern Daylight Time] * 8VR:U8PTO-EFXRF^/32 * DNI8:2738300 * C81D:941 677 6015 * DURATION (mnrv«s):08-24 



npr 23 2008 1:45PM 



941 -S77-6015 



28 



H? Docket No. 10019417-1 

E. Claim 5 was ii DProDcrlv rejected under 35 U,S>C- §tQ 3fa> as being 

un patentable over U.S. patent 7 J T 3,306 to N aka^iflYashi r^Nakabavashin in 
view of U.S. patent 6,686,930 by Powers ct ai, (^^Powers"^. 

1, The rejection of dependent daim 5 is improper for tlie same reasons that 
render the rejection of its parent claim 4 improper. 

Claim 5 depends froin parent claim 4, which was rejected under 103(a) based on the 
Nakabayashi and Powers references in combination. Appellants have presented heretofore 
the reasons why the rejection of parent claim 4 is improper. Because the rejection of parent 
claim 4 is improper, the rejection of its dependent claim 5 is also improper for at least the 
same reasons. 

2. The Nakabayashi and Powers references do not teach or suggest all the 
limitations of Appellants' dependent daim 5 in that the limitation of 
"wherein the folder name is indicative of a particular month and year" is 
not taught or suggested by the references. 

Dependent claim 5 recites: 

"5. Tlie method of claim 4, wherem the folder name is indicative of a particular month 
ati d year ." (emphasis added) 

With regard ix) claim 5, Ihe Exiiuiiuer states that the Nakabayashi reference teaches 
that "the folder is associated with a particu lar month and year as shown in fig 6, file data 
folder is associated with month (col. 13, lines 40-45)" (Office Action, p.5; cTnphasis added). 
Appellants disagree. 

First, the Exatniner asserts that the Nakabayashi reference teaches that the file system 
folder is associated with a particular month and year. To whatever extent, if any, arguendo, 
that the Examiner's assertion is correct, such is not pertinent to claim 5. Claim 5 recites a 
very diflferent limitation: that the file system folder name is indicative of a particular month 
and year. 

Second, the portion of the Nakabayashi reference cited by tlie Examiner in rejecting 
claim 5 was also cited in the rejection of claim 1 5, which has been discussed heretofore. 
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Therefore, the rejection of claim 5 is traversed for similar refisons as have been discussed 
hereloforc with regard to the rejection of claim 15, 

The Examiner does not cite the Powers reference as teaching or suggesting such 
limitations, and it is believed that the Powers reference does not teach or suggest such 
limitations. 

Tlius for these reasons, the Makabayashi and Powers references, in combination, fail 
to teach or suggest all of the limitations of claim 5. Accordingly, the Examiner has failed to 
establish a prima facie case of obviousness at least on these grounds, and tlie rejection is 
improper at least for thiiJ reason and should be overruled. 

VJIL CONCLUSION 

Appellants contend that claims 1-9, 1 1-25, 27-38, and 41 were improperly rejected 
because the applied reference does not disclose all of Appellaiits' claim limitations. This 
reason distinguishes Appcllantiii' claims from the cited reference, and renders Appellants' 
claims palcntable in liglit of the cited reference. 

OvcrruHnij of die Examiner's rejections of cliiims I -9, I ! -25, 27-3S, and 41 is 
respectfully requested. 
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AUTHORIZATION TO PAY ANl) PETITION 



FOR THE ACCEPTANCE OF ANY NECESSARY FEES 



If any charges or fees must be paid in connection ynth the foregoing communication 
(including but not limited to the payment of an tsxteTision fee or issue fees), or if any 
overpayment is to be refunded in connection with the above- identified application, any such 
charges or fees, or any such overpayment, may be respectively paid out of, or into, the 
Deposit Account No. 08-2025 of Hewlett-Packard Company. If any such payment also 
requires Petition or Extension Request, please construe tliis authorization to pay as the 
necessary Petition or Request which is required to accompany the payment. 



Respectfully submitted, 




Robert C. Sismilicb 
Reg. No. 41,314 
Attorney for Appellant(s) 
Telephone: (941) 677-60,15 



Hewlett-Packard Company 
Intellectual Property Adminisnation 



P. O. Box 272400 

Fort Collins, CO 80527-2400 
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IX. CLAIMS APPENDIX 

1 . A mettiod of optically scanning a target item, comprising; 

configuring an optical scanning arrangement witli predefined settings for scamiing 
parameters appropriate to a photographic image; 
initiating a scanning operation; 

in response to the initiating, optically scanning the target item using the predefined 
settings to form a digital image of the target item; and 

converting tlic digital image into a data file, wherein the scanning and the converting 
are performed automatically without intervention by a user, and wherein the predefined 
settings are not defined by the user. 

2. Tlie method of claim 1 , further including: 
automatically storing the dat^ file. 

3 . I'hc method of claim 2, wherein the storing includes storing Lhe data file on a file 

systen^. 

4. The mctliod of claim 3, further including specifying a date, and wherein the storing 
furtlicr includes storing Lhc data file on the file system in a folder having a folder name 
indicative of the date. 

5. The method of claim 4, wherein the foldername is indicative of aparticular month 
and year. 

6. The method of claim 1, wherein the scanning parameters are selected from the 
group consisting of pixel depth, resolution, crop mode, and skew correction mode. 
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. 7. Tlie method of claim 6, wherein the scanning parameter settings appropriate to a 
photogi-aphic image includes: 

pixel depth = 24-bit color; 

resolution - 1 50 dots per inch; 

crop mode = automatic border detection; and 

skew correction mode — automatic image straightening. 

8, The method of claim 4, wherein the file system has no folder having a folder name 
indicative of the date, further including: 

creating the folder having the folder name indicative of tlie date. 

9. The method of claim 4, wherein tlie data file is a plurality of data files and wherein 
the flic system has a plurality of folders, further including: 

viewing a representation of tlie plurality of folders; and 
viewing a representation of l!ic data files in one of the folders. 

11. A method of automatically organizing digital images, comprising: 
acqiiiTing adigilal image from an image source; 

automatically associating a date with the digital image; 
automatically converting the digital image into a daUt file; and 
storing the data file into a folder of a file system, the folder having a folder name 
indicati vc of the date. 

12. The method of claim 1 1, further including: 

CTealing ihe folder if no other folder is associated with the date. 

13. The method of claim 11, wherein the date is the capture date when the image was 
captured hy the image source. 
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14. The method of claim 11, wherein the date is the storage date when the image was 
converted into a data file. 

1 5. The method of claim 1 1 , wherein the folder name i« indicative of a particular 
month and year. 

16. The method of claim 1 1 , wherein ths folder is selected from a set of folders. 

17. The metliod of claim 1 1, wherein the digital image is a previously captured image, 
and wherein the acquiring farther includes: 

uploading the previously capmred image. 

1 8. The method of claim 1 1 , wherein the acquiring further includes: 
predefininig settings for image acquisition parameter:^ appropriate to a photographic 

image; and 

capturing the digital image wdth the imfjge ROiu'ce according to the predefined settings. 

19- 1 he metlaod of claim 11, further comprising; 
perlbrming a post-processing operation on the data file. 

20. Tlie method of claim 1 9, wherein the performing includes performing an image 
polishing operation. 

21 . The method of claim 19, wherein the performing includes processing the data file 
with an application program. 

22. The method of claim 21 , wherein the performing further includes sending the 
processed data file to a destination. 
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23. The metliod of claiTn 22, wherein the destination is a peripheral device. 

24. The method of claim 23, wherein the peripheral device is selected troni the group 
consisting of a printer and a fax machine. 

25. The method of claim 21, wherein the application program is selected from the 
group consisting of an image polishing application, a creative printing application, a photo 
album appHcation, an e-mail application, and a photo web site upload application. 

27. An image processing aystcm, comprising: 

at least one image source, each image source for providing at least one digital image 
upon request; 

an image capture subsystem coupled to the at least one image source for requesting 
and receiving the at least one digital image from the at least one image source, the image 
capture suhsystem further for associating a date with each digital image and automatically 
converting each digital image into a corresponding image file; and 

a file system coupled to the image capture subsystem for automatically storing each 
image file in a .selected one of a plurality of data folders, the selected data folder having a 
(older name indicative of the dale. 

28. The image processing system of claim 27, comprising: 

an image management subsystem coupled to the image capture subsystem and the file 
system for viewing the plurality of data folders and the image files in a specified data folder. 

29 . The image processing system of claim 28, comprising: 

a post-processing subsystem coupled to the image management subsystem for post- 
processing at least one selected one of the image files. 

30. The image processing system of claim 29, wherein the post-processing subsystem 
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is further coupled to the file system for accessing the selected ones of the image files. 

3 1 . The image processing system of claim 29, comprising: 

an image destination coupled to the post-processing subsystem for receiving uuLpuL 
data corresponding to at least one selected one of the image files. 

32. The image processing system of claim 27, wherein the date is an image acquisition 
date provided by the image source. 

33. The image processing system of claim 27, wherein the date is a current date 
provided by a date subsystem coupled to the image capture subsystem . 

34. The image processing system of claim 27, wherein the at least one image source is 
an optical scanner, and wherein tlie image capture subsystem provides predefined settings 
appropriate to a photographic image co the optical scanner fur use in ptovidiii^; tlic at least one 
digital image. 

3^. Aprocessor-readiible medium having processor-executable instructions thereon 
wliich, when executed by a processor, cause the processor Lu: 
acquire a digital image from an image source; 

automatically convert the digital image into a data file having a date associated with 
the digital image; and 

store the data file into a data folder of a file system, the folder having a folder name 
indicative of the date. 

36. A processor-readable medium having processor-executable instructions thereon 
which, when executed by a processor, cause the processor to: 

configure an optical scanning arrangement with predefined settings for scanning 
parameters appropriate to a photographic image; 
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detect an initiation of a scanning operation; 

in response to the initiation, optically scan the target item using the prede lined settings 
to form a digital image of the target item; and 

convert the digital image into a data file,, wherein the instructions lo scan and convert 
are performed automatically alter the initiation without intervention by a user, and v^-herein 
the predefnicd settings are not defined by the user. 

37. An image processing system, comprising: 

means for acquiring a digital image from an image source; 

means for automatically converting the digital image into a data file having a date 
associated with the digital image; and 

means for storing the data file into a data folder of a tile system, the folder having a 
folder name indicative of the date. 

38. An image processing system, comprising: 

means for configuring an optical scanuhig arrangement with predefined settings fox* 
scanning parvimctcrs appropriate fo a photographic image; 
means for initiating a scanning operation; 

means for optically scanning the target item using ±e predefined ycLtings to tbrm a 
digital image of the target iteni; and 

means for converting tlie digital image into a data file, wherein die scamiing and the 
converting are performed automatically without intervention by a uscr^ and wherein the 
predefined settings are not defined by the user. 

41. An image processing system, comprising: 

at least one image source, each image source for providing at least one digital image 
upon request; 

an image capture subsystem coupled to the at least one image source which requests 
and receives the at least one digital image from the at least one image source, associates a 
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date with each image, and automatically converts each image into a corresponding image file; 
and 

a file system coupled to the image capture subsj'stem which receives each image tile 
fi-oni the image capture subsystem and automatically stores each image file in a selected one 
of a plurality of data folders, the selected data folder having a folder name indicative of tlie 
date. 
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X. EVIDENCE APPENDIX 



None 
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XL RELATED PROCEEDINGS APPENDIX 



None 
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